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DETAILED ACTION 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed on 10/23/08 after final rejection. Since this application 
is eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 
CFR 1 .1 7(e) has been timely paid, the finality of the previous Office action has been 
withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 10/28/08 has 
been entered. 

2. Support for newly amended claim 13 is found in the specification as originally 
filled. 

3. All of the previously made art rejections are maintained. 

4. A new 35 USC Section 1 12-second paragraph rejection is made. 

5. A new ground of rejection is made based on a newly discovered reference of 
Kinzer etal. (US 5,667,893). 

6. All of the previously made obviousness type double patenting rejections are 
maintained. 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

7. Claims 1-7, 9, and 13 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 



Application/Control Number: 10/724,882 Page 3 

Art Unit: 1794 

8. Regarding claim 1 recitation "crosslinking polymer" and "a polymer layer 
comprising a crosslinking polymer having. ..presence of cation." is ambiguous. It is 
unclear as to what is meant by "crosslinking polymer". Does Applicant intend to claim a 
polymer that is capable of being crosslinked (i.e. polymer is not crosslinked as recited 
in claims)? It appears that by reciting "crosslinking polymer having plural cation- 
polymerizable functional groups and being polymerizable in the presence of cation", 
Applicant is intending to claim that the crosslinking polymer not polymerized 
(crosslinked); but the "crosslinking polymer" is capable of being polymerized due to the 
presence of plural cation-polymerizable functional group. However, the recitation 
polymer comprising crosslinking polymer is ambiguous because the presence of 
phrase "polymer" before "crosslinking polymer" is ambiguous, because it is not clear 
whether the crosslinking polymer is already crosslinked (polymerized) or functionally 
capable of being polymerized in the presence of cation. 

9. The Examiner respectfully suggests replacing "a polymer layer formed on the 
porous film substrate so as to be in the contact... porous film substrate" with "a 
crosslinking polymer layer formed on the porous substrate so as to be in 
contact... porous film substrate". Further, the Examiner suggests the deletion of 
"polymer layer" at second instance. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

1 0. Claims 1 and 2 are rejected under 35 U.S.C. 1 02(b) as anticipated by Kinzer et 
al. (US 5,667,893). 

1 1 . Kinzer discloses following in abstract: 

The present invention relates to an article comprising a 
substrate which has coated thereon & pfaotopolymenzable 
epoxy composition containing a plurality of epoxides 
including at least one selected from the group consisting of 
bisphenol A epoxides and cycloaliphatic epoxides, and at 
least one aliphatic epoxide, from about 0. i% to about 2% of 
at least one organometallic ea&onic initiator capable of 
initiating polymerization ait wavelengths of from about 200 
to about 600 nm* aid optionally at least one accelerating 
agent The article can be & iexMe tape backkg m » 
chip-resistant painL 

12. Additionally, at column 6 lines 25-30 Kinzer discloses following: 

UseM tape backing substrates for the invention include 
porous substrates such m glass cloth; papers such as lat 
back paper,, and crepe paper; aonwovens, such as polyester, 
and cellulose triacetate. Also useM, though less preferred 
are nonporous substoafces, including ilm-fonnliig polymers, 
e.g., polyesters, acetates, polyphesylene sulfide, polyimide^ 
and the like. 
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1 3. Further in the "Background of the Invention", Kinzer discloses following: 

Hie present invention relates to an article wMch can be a 
lacking material for a tape coinpnsing & flexible substrate 
whMt is either coated or impregnated with a polymeriiaMe, 
catlonically sensitive composition, or fee article can foe a 
substrate coated with a flexible paint comprising a 
polymedzable, eationically sensitive composition. Polymer- 
ization is achieved using an ionic organometaffic compound 
as a photoiritiator, 

14. Regarding claim 1 , it is noted that Applicant has provided no guidance as to the 
composition of the crosslinking polymer other than reciting the crosslinking polymer 
having plural cation-polymerizable functional groups being polymerizable in the 
presence of cation. The aforementioned, disclosure of Kinzer is interpreted to read on 
Applicant's "a polymer layer formed on the porous film substrate so as to be in contact 
with the porous film substrate; the polymer layer comprising a crosslinking polymer 
having plural cation-polymerizable functional groups. ..cation." 

15. With respect to the preamble recitation "crosslinking polymer-supported porous 
film for battery separator", the aforementioned not been given patentable weight 
because the recitation occurs in the preamble. A preamble is generally not accorded 
any patentable weight where it merely recites the purpose of a process or the intended 
use of a structure, and where the body of the claim does not depend on the preamble 
for completeness but, instead, the process steps or structural limitations are able to 
stand alone. See In re Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 1976) and Kropa v. 
Robie, 187 F.2d 150, 152, 88 USPQ 478, 481 (CCPA 1951). Accordingly, Kinzer 
anticipates claimed invention. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

16. Claims 1-7, 9, and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Yuji et al. (JP 2002-1 10245-machine translation previously provided by the 
Examiner) in view of Nakagawa et al. (WO01/75991) substantially as set forth in the 
previous Office Action. 

17. Regarding claims 1 and 13, Yuji et al. discloses a lithium ion secondary battery, 
which uses a solid polymer electrolyte (abstract, page 6) and a liquid crosslinkable 
composition for the solid electrolyte (0001). The liquid crosslinkable composition for the 
solid electrolytes of Yuji et al. comprises radically polymerizable monomers of oxetane 
ring containing monomer and epoxy group containing monomer (001 1 ). Moreover Yuji 
et al. teaches a battery separator (0004). Additionally, Yuji et al. teaches that the liquid 
crosslinkable composition containing oxetane group and epoxy group is injected into the 
airtight container, which has units such as electrodes and separator (0020). The liquid 
composition infiltrates into gaps such as electrode and a separator (0020). 

18. With respect to claim 1 , it is noted that the reference of Yuji discloses same 
crosslinking polymer containing cation-polymerizable functional group selected from the 
group consisting of 3-oetanyl group and epoxy as claimed by Applicant. The difference 
between the invention of Yuji and the presently claimed invention is that Yuji does not 
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explicitly teach of coating of aforementioned crosslinking polymer composition onto a 
porous film substrate. Instead, Yuji discloses injecting aforementioned crosslinking 
polymer into the airtight container (i.e. battery), which has units such as electrodes and 
battery separator. However, Nakagawa teaches that as a method for inhibiting liquid 
electrolyte leakage there is known a method, which comprises incorporating a 
crosslinkable monomer in a liquid electrolyte, subjecting the liquid electrolyte to 
crosslinking reaction to produce a jelly solidified gel electrolyte, and then using the solid 
electrolyte comprising a solidified liquid electrolyte singly or in combination with a 
substrate as a separator (0004). According to Nakagawa such method has 
disadvantage because in the case of such a gel electrolyte, ions move through the gel 
at a very low rate than in the liquid electrolyte, easily causing an increase of internal 
resistivity of battery and drop of high rate discharge capacity. The resulting battery 
shows insufficient battery properties (0005). To overcome these disadvantages 
Nakagawa teaches a separator for battery prepared by impregnating or coating a 
porous material (porous film/membrane) with a monomer solution comprising 
crosslinkable monomer (0071). Thus, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to use the porous film of 
Nakagawa as a battery separator in the invention of Yuji and form a polymer layer on 
the porous film as taught by Nakagawa, motivated by the desire to avoid increase of 
internal resistivity of a battery and drop of high rate discharge capacity. 
1 9. Regarding claim 2, the oxetane ring containing monomer of Yuji et al. contains 3- 
oxetanyl group (0013). 
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20. With respect to claim 3, the liquid crosslinkable composition contains the other 
radically polymerizable monomer (claim 2). Further, Yuji et al. teach the claimed 
formula III on pages 27 and 28, which reads on the methacrylate monomer as 
represented by formula III as claimed. 

21 . Regarding claim 4, Yuji et al. teach that the quantity of the radically polymeizable 
monomer with oxetane ring and another radically polymerizable monomer is 5 to 50% 
by weight (claims 2 and 3). 

22. With respect to claim 5, Yuji et al. disclose that the quantity of the radically 
polymerizable monomer having epoxy group and the other radically polymerizable 
monomer is 5 to 50% by weight (claims 4 and 5). 

23. Regarding claims 6 and 7, Yuji et al. teach the claimed 3-oxetanyl group 
containing (meth) acrylate formula (I) on page 25 and claimed epoxy group containing 
(meth) acrylate formula (II) on pages 26 and 27 respectively. 

24. Regarding claim 9, Yuji is silent as to teaching of porous film substrate having a 
thickness of 3 to 50 |um and a porosity of 30 to 95%. The invention of Nakagawa is 
previously disclosed. Nakagawa teaches that the thickness of the porous material 
(porous film/membrane) is not greater than 30 ,um (0069) and the porous material has 
porosity of 50% (0106). Thus, it would have been obvious to one having ordinary skill in 
the art at the time the invention was made to use the porous film substrate of Nakagawa 
with the thickness and porosity as taught by Nakagawa as a battery separator in the 
invention of Yuji, motivated by the desire to provide a suitable battery separator. 
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Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, All 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 
644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



25. Claims 1-7 and 9-13 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-17 and claims 
1-17 of copending Application No. 11/267,404 and 10/569,417 respectively. Although 
the conflicting claims are not identical, they are not patentably distinct from each other 
because claims 1-7 and 9-13 of presently claimed invention encompass the same 
subject matter as claimed by claims 1-17 of aforementioned copending applications. 

26. This is a provisional obviousness-type double patenting rejection because the 



conflicting claims have not in fact been patented. 
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Response to Arguments 

27. Applicant's arguments with respect to claims 1-7, 9, and 13 received on 10/23/08 
are fully considered, but they are not found persuasive. 

28. Regarding the art rejection based on Yuji (JP'245) in view of Nakagawa, 

29. In response to the Examiner's comments in the Advisory Action mailed on 
08/06/08 Applicant argues following on page 7 of 10/23/08 amendment: 

JP >2-f3 discloses ibai a mob uiar ml$* of (the oxetane ring) polymer is set to 10,000 
or more, Sse [0011], Adtf t§ona%, W *245 dfedoos that when the motecufer weight of the 

imMMtoMMM is Hp. As is dear from this disdssyre of JP *24S,. the otstftttlng 
polymer of J> *245 'hss a mofccuiBr weight of more ttian 10,000 sn. 5 1 ■• -'■ ' ! .Jq&MfltJlft 

In contrast ^Mteugh KtXmyam discloses the ftna? formal of a "polymer skeleton/ it 
is femsd by crocking the "wwk* solution. Therefore,, t is dear that Nskagaws, the 

nronpmy has not v«* oc?n cros&oked 



30. 



Further, on page 8 of 10/23/08 amendment Applicant argues following: 
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Although there is a difference cf ecpnssSon between "polymer" (JP V 24S) and *mooomer 
50tl r ifedo i l 1 t .'l p< ,ti 'i r i i i < 

crossinted, rtspectJv&ly, 

If j | 1 1 \ <J CJ I 1 i ill I llll J I I 1 L f L f 

! i >\ui:< J _ > ' ^ t tl >■ - 1 f li-l 1 if IP Z^i 

Axcmfegiy, af\e of orditwy skill In tie art would ml be ted to arrive at the darned 
liwenUort based on ihs disclosure of 3P 'MS and f&kagawa. 

31 . The Examiner respectfully submits that he is not sure as to what arguments 
Applicant is intending to make. Specifically, it is not clear as to how is the molecular 
weight of monomer/polymer is related to the basis of the rejection. Nothing in the claim 
is specific about the molecular weight of polymer. The Examiner respectfully submits 
that the secondary reference of Nakagawa is relied on to teach a porous film substrate 
which has nothing to do with the molecular weight of polymer/monomer. Accordingly, 
Applicant's arguments are not found persuasive. 

Conclusion 

32. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ANISH DESAI whose telephone number is (571)272- 
6467. The examiner can normally be reached on Monday-Friday, 8:00AM-4:30PM. 

33. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Larry Tarazano can be reached on 571-272-1515. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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34. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/A. D.I 

Examiner, Art Unit 1794 
/Hai Vo/ 

Primary Examiner, Art Unit 1794 



